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DETAILED ACTION 

The indicated allowability of claims 9, 14 and 15 is withdrawn in view of the 
newly discovered reference(s) to Bohnes '873,Kampf-Emden '675, Lancaster '430 and 
Head '969 . Rejections based on the newly cited reference(s) follow. 

Claim Objections 

Claim 1 is rejected because this claim recites the limitation "the cutting tool" in 
line 15. There is insufficient antecedent basis for this limitation in the claim as this 
limitation has not been previously recited. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1-2,6,7 and 10-12 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over MacDougall '565 in view of Jennings 1 526. 

MacDougall discloses an apparatus for orientating a work tool, the apparatus 

comprising an a first anchor (15), an energy unit (for moving the motors), a 

programmable controller (col. 4, lines 36-40), an axial displacement part (piston rod at 

16) and a rotational part (at 18) and a second anchor (15) wherein the axial 

displacement part (piston rod of element 16) is located between the first anchor and the 
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second anchor and at least one of the axial displacement part and the rotational part 
controllable by the programmable controller so that the work tool can be steered along 
any path within a work area. MacDougal does disclose a drilling bit (19) not disclose a 
high pressure water cutting. Jennings teaches a high pressure water cutter is a art 
recognized equivalent cutting element (col. 11, lines 33-419. Inasmuch as the 
references disclose these elements as art recognized equivalents, it would have been 
obvious to one of ordinary skill in the exercise art to substitute one for the other. In re 
Fout, 675 F.2d 297, 301 , 213 USPQ 532, 536 (CCPA 1982). Therefore it would be 
obvious to one of ordinary skill in the art at the time of the invention to modify the 
apparatus disclosed by MacDougall to have a high pressure water cuter in view of 
teaches of Jennings because it would have been obvious to one of ordinary skill in the 
exercise art to substitute one art recognized equivalent for the other. 

Referring to claim 2, MacDougall discloses the axial displacement part (at 16) is 
telescopic. 

Referring to claims 6-7, MacDougall discloses wherein the work tool (at 19) is a 
cutting tool and is operatively connected to the rotational part (at 18). 

Referring to claim 10, MacDougall discloses the axial displacement part 
comprises a piston rod (at 16). 

Referring to claim 11, MacDougall discloses the rotational part (at 18) is coupled 
to the second anchor (at 15). 

Referring to claim 12, MacDougall discloses the rotational part (at 18) is coupled 
to the telescopic member. 



Application/Control Number: 10/725,345 



Art Unit: 3672 



Page 4 



2. Claims 1-2,6,7 and 10-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bohnes 4,185,873 . 

Bohnes discloses an apparatus for orientating a work tool, the apparatus 
comprising an a first anchor (6), an energy unit (hydraulic motors, see col. 7, lines 14- 
19), a programmable controller (col. 4, lines 52-55), an axial displacement part (piston 
rods in cylinder 8) and a rotational part (at 3') and a second anchor (7) wherein the axial 
displacement part (at 8) is located between the first anchor and the second anchor, and 
a high pressure water cutter (water jets, see col. 5, lines 20-25 and col. 10, lines 42-45) 
Bohnes does not specifically disclose the controller controls the axial or rotational part. 
However, Bohnes does disclose the axial part (at 8) is a piston cylinder arrangement 
and the control device can control piston cylinder arrangement. As it would be 
advantageous to be able to control the axial part from a remote location it would be 
obvious to one of ordinary skill in the art to modify the apparatus disclosed by Bohnes to 
control the axial part with the controller. 

Referring to claim 2, Bohnes discloses the axial displacement part (piston rod of 
8) is telescopic. 

Referring to claims 6-7, Bohnes discloses wherein a work tool (at 3) is a cutting 
tool and is operatively connected to the rotational part (at 3'). 

Referring to claim 10, Bohnes discloses the axial displacement part comprises a 
piston rod (at 8). 
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Referring to claim 11, Bohnes discloses the rotational part (at 3') is coupled to 
the second anchor (at 6 through body 5). 

Referring to claim 12, Bohnes discloses the rotational part (at 3' ) is coupled to 
the telescopic member (at 8 through body 5). 

3. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
MacDougall '565 in view of Jennings ' 526 as applied to claim 2 and further in view of 
Lancaster 4,470,430. 

MacDougall does not disclose the position of the telescopic member is 
transmitter by a position transmitter transmits. Lancaster teaches a position transmitter 
is a well known means to measure the position of a rotational part (col. 5, lines 45-51). 
As one of ordinary skill would be familiar with an position transmitter, it would be 
. obvious to one of ordinary skill in the to modify the apparatus disclosed by MacDougall, 
as modified by Jennings, to transmit the relative position using an position transmitter in 
view of the teachings of Lancaster. 

.4. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
MacDougall '565 in view of Jennings ' 526 as applied to claim 1 and further in view of 
Head 2002007969. 

MacDougall does not disclose the position of the rotational member is 

. transmitted by a angle transmitter. Lancaster teaches a angle transmitter is a well 
known means to measure the position of a rotational part (paragraph 0051). As one of 
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ordinary skill would be familiar with an angle transmitter, it would be obvious to one of 
ordinary skill in the to modify the apparatus disclosed by MacDougall, as modified by 
Jennings, to transmit the relative position using an angular transmitter in view of the 
teachings of Head. 

5. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kampf- 
Emden 3,498,675 in view of Bohnes 4,185,873 . 

Kampf-Emden discloses a method of orientating a work tool in a wellbore, 
directing the work tool (2) with an axial displacement part (14a) and a rotational part 
(col. 4, lines 17-18) operable connected to at least one of a first and second anchor 
(5,9) wherein the axial displacement part (14a) is positioned between the first anchor 
and the second anchor, and releasing the first anchor moving the first anchor to a new 
position in the wellbore; setting the first anchor at the new position and releasing the 
second anchor (col. 1, lines 35-55). Kampf-Emden discloses the axial part is a piston 
cylinder arrangement but does not disclose a controller controls the axial or rotational 
part. Bohnes teaches using a programmable controller to control a piston cylinder 
arrangement. As it would be advantageous to be able to control the axial part from a 
remote location it would be obvious to one of ordinary skill in the art to modify the 
apparatus disclosed by Kampf-Emden to control the axial part with the controller in view 
of the teachings of Bohnes. 
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6. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
MacDougall '565 in view of Lancaster 4,470,430. 

MacDougall discloses an apparatus for orientating a work tool, the apparatus 
comprising an a first anchor (15), an energy unit (for moving the motors), a 
programmable controller (col. 4, lines 36-40), an axial displacement part (piston rod at 
16) and a rotational part (at 18) and a second anchor (15) wherein the axial 
displacement part (piston rod of element 16) is located between the first anchor and the 
second anchor and at least one of the axial displacement part and the rotational part 
controllable by the programmable controller so that the work tool can be steered along 
any path within a work area. MacDougall does not disclose the position of the telescopic 
member is transmitter by a position transmitter transmits. Lancaster teaches a position 
transmitter is a well known means to measure the position of a rotational part (col. 5, 
lines 45-51). As one of ordinary skill would be familiar with an position transmitter, it 
would be obvious to one of ordinary skill in the to modify the apparatus disclosed by 
MacDougall to transmit the relative position using an position transmitter in view of the 
teachings of Lancaster. 

7. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
MacDougall '565 in view of Head 2002007969. 

MacDougall discloses an apparatus for orientating a work tool, the apparatus 
comprising an a first anchor (15), an energy unit (for moving the motors), a 
programmable controller (col. 4, lines 36-40), an axial displacement part (piston rod at 
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16) and a rotational part (at 18) and a second anchor (15) wherein the axial 
displacement part (piston rod of element 16) is located between the first anchor and the 
second anchor and at least one of the axial displacement part and the rotational part 
controllable by the programmable controller so that the work tool can be steered along 
any path within a work area. MacDougall does not disclose the position of the rotational 
member is transmitted by a angle transmitter. Lancaster teaches a angle transmitter is a 
well known means to measure the position of a rotational part (paragraph 0051). As one 
of ordinary skill would be familiar with an angle transmitter, it would be obvious to one 
of ordinary skill in the to modify the apparatus disclosed by MacDougall to transmit the 
relative position using an angular transmitter in view of the teachings of Head. 

Response to Arguments 



8. Applicant's arguments with respect to claims 1-4,6,7,9-12,14 and 15 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Giovanna M. Collins whose telephone number is 571- 
. 272-7027. The examiner can normally be reached on 6:30-3 M-F. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David J. Bagnell can be reached on 571-272-6999. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Supervisory Patent Examiner 
Technology Center 3670 



